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DETAILED ACTION 

1 . The following is a final office action upon examination of application number 
09/940,974. Claims 1-4, 6-8 and 10-22 are pending and have been examined on the merits 
discussed below. 

Response to Arguments 

2. Applicant's arguments filed 5/8/06, regarding rejections under 35 USC 112, 1^^ paragraph, 
have been fully considered but they are not persuasive. Applicant contends that the specification 
enables one of ordinary skill in the art to practice the invention. Examiner points out that the 
claims are directed identifying a solution to improve a business value of a company including 
any industry, but the specification does not cover all possible embodiments. While the 
specification mentions one example in a grocery store, one of ordinary skill in the art would not 
be able to identify and assess impact of all possible solutions for an unlimited number of 
industries. The specification, while being enabling for identifying and assessing solutions in the 
grocery store industry, does not reasonably provide enablement for every possible industry. The 
specification does not enable any person skilled in the art to which it pertains, or with which it is 
most nearly connected, to practice the invention commensurate in scope with these claims. Prior 
rejections under 35 USC 1 12, 1^^ paragraph are upheld. 

3. With respect to prior rejections under 35 USC 112, 2"^* paragraph, Applicant's arguments 
have been considered but are not found to be persuasive. Since there are no guidelines pointing 
to which operational metrics are identified, if one of ordinary skill in the art identifies a metric 
such as employment rate, one cannot guarantee that a solution to the employment rate will 
necessarily improve the business value. If the employment rate is low, a solution may be to 
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increase. However, if by hiring, the company is bringing in unskilled workers needing training, 
business value may not necessarily improve. Prior rejections under 35 USC 112 2"^ paragraph 
are upheld. 

4. With respect to prior rejections under 35 USC 101, Applicant's arguments have been 
considered but are not found to be persuasive. For a claimed invention to statutory, the claimed 
invention must produce a useful, concrete and tangible resuh. The claimed invention is not 
useful because one cannot necessarily improve the business value of a company by carrying out 
the steps of the body of the claim. Since there are endless potential metrics that could be 
identified, some may affect business value and some may not. The invention lacks concreteness 
since the metrics that are set forth are directed to potential problem areas wherein the established 
metrics may not correlate with problems revealed through the gap analysis. It is also not 
concrete since the claims are directed to brainstorming, in a sense, to come up with potential 
solutions to potential problem areas without setting forth an objective methodology explaining 
how to identify solutions for hypothetical problems. Since there is no real world result and the 
identified solution is not implemented, the invention is also not tangible. Prior rejections under 
35 USC 101 are upheld. 

5. Regarding prior rejections under 35 USC 103(a), Applicant argues Machin and Sanders 
separately. In response to applicant's arguments against the references individually, one cannot 
show nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck & Co,, 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). Further, Applicant argues that 
Sanders does not teach rendering solutions to an industry. Examiner points out that ultimately 



Application/Control Number: 09/940,974 Page 4 

Art Unit: 3623 

the claimed invention is directed to identifying a solution to improve a business value of a 
company in an industry. In Sanders, a company, or enterprise, identifies solutions to improve a 
business value, inherently, those solutions would be applicable by other businesses within that 
industry. Prior rejections under 35 USC 103(a) in view of Machin and Sanders are upheld. 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

7. Claims 1-4, 6-8 and 10-22 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it pertains, 
or with which it is most nearly connected, to make and/or use the invention. Specifically, it is 
not clear how one would go about assessing the impact of each solution. The metrics or 
problems identified, along with the solutions, are hypothetical based on the industry. The 
number of metrics and solutions for a given industry is endless. There is nothing in the 
specification that clearly sets forth steps one would take that would enable them to assess the 
impact of all possible solutions. 

8. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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9. Claims 1-4, 6-8 and 10-22 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The body of the claim does not meet the objective of the 
claim preamble. It is not clear how identifying a solution to address exposed performance gaps 
will result in improving the business value of company. While some operational metrics may 
affect a company's business value, there are many other factors such as market stability, 
employment rate, etc., that will affect the business value of a company. Clarification is 
requested. 



Claim Rejections - 35 USC §101 
10, 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1-4, 6-8 and 10-22 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. For a claimed invention to be statutory, the 
claimed invention must produce a useful, concrete and tangible result. The claimed invention is 
not useful since there is utility lacking. One cannot necessarily improve the business value of a 
company by carrying out the steps of the body of the claim. While some operational metrics 
may affect a company's business value, there are many other factors such as market stability, 
employment rate, etc., that will affect the business value of a company. The claimed invention is 
not concrete since the metrics that are set forth are directed to potential problem areas wherein 
the established metrics may not correlate with the problems revealed through the gap analysis. 
In addition the claims lack concreteness since the claims are, in a sense, directed to 
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brainstorming to come up with potential solutions to potential problems. There is no objective 
methodology explaining how to identify solutions to problems that don't necessarily exist. The 
claimed invention is also not tangible since the identified solution is not implemented; there is no 
real world result. 

Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

12. Claims 1-4, 6-8 and 10-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Machin et al, US 6,877,034, in view of Sanders, US 6,41 1,936. 

As per claim 1 (amended), Machin et al teaches identifying operational metrics for the 
industry (figs. 12 and 13 - a set of metrics are identified to evaluate a call center); comparing 
current operational performance of the company to an operational performance of another 
company within the industry to expose performance gaps (column 11, line 15 - column 12, line 
15 ~ a performance gap analysis is performed evaluating the performance gap between the 
requesting user and a peer group); and identifying a solution based upon the impacts to address 
the exposed performance gaps (column 12, lines 17-30 - the gap versus solution optimizer report 
takes each metric and comes up with a summary of potential solutions; then estimates the impact 
of the solution on the performance gap and ranks the solutions in descending order with the best 
solution at the top; see fig 14 also - for each performance gap, based on the metrics, an optimal 
decision index is calculated based on cost to implement, time to implement, risk to implement 
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and return on investment to implement - that with the lowest optimal decision index is the best 
proposed solution for that performance gap (column 13, lines 22-27)), but does not expHcitly 
teach assembling a set of solutions for application by the industry and assessing impacts of 
application of the solutions on operational metrics prior to any comparison between companies. 
However, Sanders teaches a continuous closed loop process wherein enterprise value 
enhancement solutions are updated based on feedback information. Since Machin et al is set up 
so that one can independently log in to the system and perform the gap analysis wherein the set 
of solutions is pulled from a database, it seems that these solutions associated with industry 
metrics are set forth prior to any gap analysis taking place. Based on the industry, in the example 
given it is a call center, a set of metrics is established. Once the gap analysis is performed on 
each of the metrics, a printout of a summary of potential solutions available on the market for 
narrowing or eliminating that gap is presented. These solutions must be previously set forth 
based on the metrics for the specific industry. To back this thinking, Sanders teaches a 
performance processor is used to compile a set of solutions that are mapped to causals and 
functions of the enterprise (column 14, lines 10-65). The globally networked total solution 
system of Sanders delivers value enhancement through solutions sets most appropriate for 
execution by specific functions for delivery of enhanced value (column 6, lines 57-60). 
Regression or other similar analysis is used to determine the highest confidence measure of 
success for particular solutions (column 14, lines 15-25). Therefore, it would have been obvious 
at the time of the invention to incorporate the established solutions of Sanders into Machin et al's 
gap analysis system to provide recommended solutions and best practices for industry metrics 
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that can be easily accessed based on the gap analysis. The access of the established solutions 
would simplify and quicken the gap analysis procedure. 

As per claim 2, Machin et al teaches the identifying step comprises the step of generating 
a value proposition by identifying a solution based on the impacts to address the exposed 
performance gaps (column 12, lines 17-30 - the gap versus solution optimizer report takes each 
metric and comes up with a summary of potential solutions; then estimates the impact of the 
solution on the performance gap and ranks the solutions in descending order with the best 
solution at the top; see fig 14 also - for each performance gap, based on the metrics, an optimal 
decision index is calculated based on cost to implement, time to implement, risk to implement 
and return on investment to implement - that with the lowest optimal decision index is the best 
proposed solution for that performance gap (column 13, lines 22-27)). 

As per claim 3, Machin et al teaches the identified solution improves a business value of 
the company (column 13, lines 28-35 - the targeted benchmarking set forth enhances 
management decision making abilities in selecting the best improvement initiatives thereby 
improving performance in key areas). 

As per claim 4, Machin et al teaches the operational metrics relate to viability of a 
company in the industry (fig. 12 and 13 and column 6, lines 40-67 - each of the metrics used to 
measure performance inherently related to the success or effectiveness of a company). 

As per claim 6, Machin et al teaches identifying operational metrics for the industry (figs. 
12 and 13 - a set of metrics are identified to evaluate a call center); assembling a set of solutions 
for application by the industry (column 12, lines 17-30 - a set of potential solutions are identifies 
for each metric); assessing impacts of application of the solufions on operational metrics (column 
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12, lines 17-30 - the gap versus solution optimizer report takes each metric and comes up with a 
summary of potential solutions; then estimates the impact of the solution on the performance 
gap); comparing current operational performance of the company to an average operational 
performance of companies within the industry to expose performance gaps (column 7, lines 15- 
25 - when the peer group is specified and example is given that it might consist of all call centers 
handling mostly inbound calls, etc., inherently the average performance of the multiple call 
centers in the peer group would used for comparison purposes; column 11, line 15 - column 12, 
line 15 - a performance gap analysis is performed evaluating the performance gap between the 
requesting user and a peer group); and identifying a solution based upon the impacts to address 
the exposed performance gaps (column 12, lines 17-30 - the gap versus solution optimizer report 
takes each metric and comes up with a summary of potential solutions; then estimates the impact 
of the solution on the performance gap and ranks the solutions in descending order with the best 
solution at the top; see fig 14 also - for each performance gap, based on the metrics, an optimal 
decision index is calculated based on cost to implement, time to implement, risk to implement 
and return on investment to implement - that with the lowest optimal decision index is the best 
proposed solution for that performance gap (column 13, lines 22-27)). 

As per claim 7, Machin et al teaches the identified solution improves a business value of 
the company (column 13, lines 28-35 - the targeted benchmarking set forth enhances 
management decision making abilities in selelcting the best improvement initiatives thereby 
improving performance in key areas). 
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As per claim 8, Machin et al teaches the operational metrics relate to viability of a 
company in the industry (fig. 12 and 13 and column 6, lines 40-67 - each of the metrics used to 
measure performance inherently related to the success or effectiveness of a company). 

As per claim 10, Machin et al teaches identifying operational metrics for the industry 
(figs. 12 and 13 - a set of metrics are identified to evaluate a call center); comparing current 
operational performance of the company to an average operational performance of companies 
within the industry to expose performance gaps (column 7, lines 15-25 - when the peer group is 
specified and example is given that it might consist of all call centers handling mostly inbound 
calls, etc., inherently the average performance of the multiple call centers in the peer group 
would used for comparison purposes; column 11, hne 15 - column 12, line 15 - a performance 
gap analysis is performed evaluating the performance gap between the requesting user and a peer 
group); and generating a value proposition by identifying a solution based on the impacts to 
address the exposed performance gaps (column 12, lines 17-30 - the gap versus solution 
optimizer report takes each metric and comes up with a summary of potential solutions; then 
estimates the impact of the solution on the performance gap and ranks the solutions in 
descending order with the best solution at the top; see fig 14 also - for each performance gap, 
based on the metrics, an optimal decision index is calculated based on cost to implement, time to 
implement, risk to implement and return on investment to implement - that with the lowest 
optimal decision index is the best proposed solution for that performance gap (column 13, lines 
22-27)). Machin et al teaches accessing or gathering solutions for each metric for which the user 
has a negative gap, but does not explicitly teach where the solutions come from. Machin et al 
does not explicitly teach assembling a set of solutions for application by the industry and 
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assessing impacts of application of the solutions on operational metrics prior to any comparison 
between companies. Machin et al is set up so that one can independently log in to the system 
and perform the gap analysis wherein the set of solutions is pulled from a database. Based on the 
industry, in the example given it is a call center, a set of metrics is established. Once the gap 
analysis is performed on each of the metrics, a printout of a summary of potential solutions 
available on the market for narrowing or eliminating that gap is presented. Sanders teaches a 
continuous closed loop process wherein enterprise value enhancement solutions are updated 
based on feedback information. In Sanders, a performance processor is used to compile a set of 
solutions that are mapped to causals and functions of the enterprise (column 14, lines 10-65). 
The globally networked total solution system of Sanders delivers value enhancement through 
solutions sets most appropriate for execution by specific functions for deUvery of enhanced value 
(column 6, lines 57-60). Regression or other similar analysis is used to determine the highest 
confidence measure of success for particular solutions (column 14, lines 15-25). Therefore, it 
would have been obvious at the time of the invention to incorporate the established solutions of 
Sanders into Machin et al's gap analysis system to provide recommended solutions and best 
practices for industry metrics that can be easily accessed based on the gap analysis. The access 
of the established solutions would simplify and quicken the gap analysis procedure. 

Claims 1 1-1 3 are directed to the system for performing the method of claims 1, 3 and 4. 
Therefore, since Machin et al teaches a computer system, the same rejections as applied to 
claims 1, 3 and 4 are appUed to claims 11-13. 

As per claim 14, Machin et al teaches the system further receives operational 
performance data of the company and average operational performance data of the companies 
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within the industry (column 6, lines 40-67 - performance data of the company is collected using 
a survey; column 7, lines 15-25 - when the peer group is specified and example is given that it 
might consist of all call centers handling mostly inbound calls, etc., inherently the average 
performance of the multiple call centers in the peer group would used for comparison purposes). 

Claims 15-17 are directed to the system for performing the method of claims 6-8. 
Therefore, since Machin et al teaches a computer system, the same rejections as applied to 
claims 6-8 are appHed to claims 15-17. 

Claims 1 8-20 are directed to the program product stored on a recordable medium for 
performing the method of claims 1, 3 and 4. Therefore, since Machin et al teaches a computer 
system, the same rejections as apphed to claims 1, 3 and 4 are applied to claims 11-13. 

As per claim 21, Machin et al teaches receiving operational performance data of the 
company and average operational performance data of the companies within the industry 
(column 6, lines 40-67 - performance data of the company is collected using a survey; column 7, 
lines 15-25 - when the peer group is specified and example is given that it might consist of all 
call centers handling mostly inbound calls, etc., inherently the average performance of the 
multiple call centers in the peer group would used for comparison purposes). 

Claim 22 is directed to the program product stored on a recordable medium for 
performing the method of claim 6. Therefore, since Machin et al teaches a computer system, the 
same rejection as applied to claim 6 is applied to claim 22. 
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Conclusion 

13. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated firom the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS fi-om the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications fi-om the 
examiner should be directed to Johnna R. Loftis whose telephone number is 571-272-6736. The 
examiner can normally be reached on M-F 8am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Tariq Hafiz can be reached on 571-272-6729. The fax phone number for the 
organization where this appUcation or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more iriformation about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





